United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 

Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 
www.uspto.gov 



APPLICATION NO. 


FILING DATE 


FIRST NAMED INVENTOR 


ATTORNEY DOCKET NO. 


CONFIRMATION NO. 


10/556,934 


01/11/2007 


Kazuo Yamashita 


YAMA3053 


3752 



23364 7590 02/02/2010 

BACON & THOMAS, PLLC 
625 SLATERS LANE 
FOURTH FLOOR 
ALEXANDRIA, VA 22314-1 176 



EXAMINER 



MICALI, JOSEPH 



PAPER NUMBER 



1793 



MAIL DATE 



02/02/2010 



DELIVERY MODE 



PAPER 



Please find below and/or attached an Office communication concerning this application or proceeding. 

The time period for reply, if any, is set in the attached communication. 



PTOL-90A (Rev. 04/07) 



\JI 1 1 Ot? n\* If SJtl OUffffffCff y 


Application No. 

10/556,934 


Applicant(s) 

YAMASHITA ET AL. 


Examiner 

Joseph V. Micali 


Art Unit 

1793 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 
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Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 
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DETAILED ACTION 

Status of Application 

Claims 1, 3-5, and 8-9 are pending and presented for examination on the merits, 
as claims 2 and 6-7 have been withdrawn as per applicant's response to the requirement 
for restriction (see section below). 

Election/Restrictions 

1 . Claims 2 and 6-7 are withdrawn from further consideration pursuant to 37 CFR 
1.142(b) as being drawn to a nonelected Groups II and III, there being no allowable 
generic or linking claim. Election was made without traverse in the reply filed on 
October 15 , 2009. Furthermore, applicant was correct in asserting claim 5 be included 
with the Group I invention, and thus, it will be treated on the merits in this office action. 

Priority 

2. Receipt is acknowledged of papers submitted under 35 U.S.C. 1 19(a)-(d), which 
papers have been placed of record in the file. 

Specification 

3. Applicant is reminded of the proper language and format for an abstract of the 
disclosure. 

The abstract should be in narrative form and generally limited to a single 
paragraph on a separate sheet within the range of 50 to 150 words. It is important that the 
abstract not exceed 150 words in length since the space provided for the abstract on the 
computer tape used by the printer is limited. The form and legal phraseology often used 
in patent claims, such as "means" and "said," should be avoided. The abstract should 
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describe the disclosure sufficiently to assist readers in deciding whether there is a need 
for consulting the full patent text for details. 

The language should be clear and concise and should not repeat information given 
in the title. It should avoid using phrases which can be implied, such as, "The disclosure 
concerns," "The disclosure defined by this invention," "The disclosure describes," etc. 

4. The abstract of the disclosure is objected to because of its excess in length 
(approx. 180 words). Correction is required. See MPEP § 608.01(b). 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

7. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the 
various claims was commonly owned at the time any inventions covered therein were 
made absent any evidence to the contrary. Applicant is advised of the obligation under 
37 CFR 1 .56 to point out the inventor and invention dates of each claim that was not 
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commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

8. Claims 1, 3-5, and 8-9 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Japanese Patent Pub. No. 2000-212892 by Kurata et al, in view of 
Japanese Patent Pub. No. 10-310996 by Nishijima et al. 

With respect to claims 1 and 3-4, Kurata is drawn to a coated printing paper 
(title). Specifically, such a coating composition is composed of a spindle-shaped 
precipitated calcium carbonate having average particle diameters of 3.0 to 5.0 microns in 
a secondary particle shape (abstract, claim 1). 

However, Kurata is silent with regards towards the primary particles having a 
long diameter of 0.5 to 3 .0 microns, a short diameter of 0. 1 to 1 .0 micron, and thus, an 
aspect ratio of 3 or more. 

Nishijima is drawn to the production of coated paper for offset printing (title). 
Specifically, Nishijima discloses a coating composition of needle-like or prism-like 
precipitated calcium carbonate having a long diameter of 3.0 to 5.0 microns and a short 
diameter of 0.2 to 0.5 microns (abstract, claim 1), and thus, an aspect ratio of 6 or more. 
MPEP 2144.05 [R-5] states that, "In the case where the claimed ranges 'overlap or lie 
inside ranges disclosed by the prior art' a prima facie case of obviousness exists." 

At the time of invention it would have been obvious to a person of ordinary skill 
in the art to produce the product of Kurata including primary particles with specific long 
and short diameters, in view of the teaching of Nishijima. The suggestion or motivation 
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for doing so would have been to improve the operability and decrease the cost of printing 
with the use of such a primer coating solution composition (Nishijima, abstract). 

With respect to claim limitations drawn to BET surface area and pore volume, 
MPEP 2112.01 [R-3] states that, "Where the claimed and prior art products are identical 
or substantially identical in structure or composition, or are produced by identical or 
substantially identical processes, a prima facie case of either anticipation or obviousness 
has been established." As such a precipitated calcium carbonate has been rendered 
obvious, such properties would necessarily follow by the combination of Kurata and 
Nishijima. 

With respect to claims 5 and 8-9, as both Kurata and Nishijima are drawn to the 
production of coated paper with a coating composition based on precipitated calcium 
carbonate (Kurata, abstract, claim 1, and Nishijima, abstract, claim 1), it follows that 
the precipitated calcium carbonate can be considered a filler for the loading paper. 

Conclusion 

9. Claims 1, 3-5, and 8-9 are rejected. 

10. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Joseph V. Micali whose telephone number is (571) 270- 
5906. The examiner can normally be reached on Monday through Friday, 7:30am to 5pm 
EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jerry A. Lorengo can be reached on (571) 272-1233. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 

Patent Application Information Retrieval (PAIR) system. Status information for 

published applications may be obtained from either Private PAIR or Public PAIR. Status 

information for unpublished applications is available through Private PAIR only. For 

more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 

have questions on access to the Private PAIR system, contact the Electronic Business 

Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a USPTO 

Customer Service Representative or access to the automated information system, call 

800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Joseph V Micali/ /J A. LORENGO/ 

Examiner, Art Unit 1793 Supervisory Patent Examiner, Art Unit 

1793 



